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of Deposit October 18. 2004 


I hereby certify that this is being deposited with the United States Postal 
Service "Express Mail Post Office to Address" service under 37 CFR 1.10 
on the date indicated above and is addressed to: 

Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


PATENT 

Docket No.: 015270-006430US 
Client Ref. No.: 228-US-NEW x 

% 


By:. 


RECEIVED 

0CT 2 5 2004 
OFFICE OF PETITIONS 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re application of: 

John P. Anderson et al. 

Application No. : 09/47 1 ,669 

Filed: December 24, 1 999 

For: BETA-SECRETASE ENZYME 
COMPOSITIONS AND METHODS 


Examiner: Walicka, Malgorzata A. 
Art Unit: 1652 

RENEWED PETITION TO REVIVE FOR 
UNINTENTIONAL ABANDONMENT 
UNDER 37 C.F.R. § 1.137(b) 


Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants submit this renewed petition to revive the above-identified application 
number under 37 C.F.R. § 1.137(b) submitted herewith. The petition to revive filed September 
21, 2004, was dismissed because it lacked the following statement, "[t]he entire delay in.filing 
the required reply from the due date from the reply until the filing of a grantable petition 
pursuant to 37 C.F.R. §1. 137(b) was unintentional." Applicants request the instant renewed 
petition be granted as it contains the required statement. 


John P. Anderson et al. 
Application No.: 09/471,669 
Page 2 


PATENT 


The Applicants did not receive the Notice of Abandonment mailed 


June 1 1 5 2003. The date of abandonment is believed to be June 1 1, 2003, the day the Notice of 
Abandonment was mailed according to the PAIR report attached hereto. The PAIR report states 
that the application status is "Abandonment for Failure to Correct Drawings/Oath/NonPub 
Request". 

The entire delay in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to 37 C.F.R. § 1.137(b) was unintentional. 


Based on the PAIR report, Applicants submit the following papers herewith: 

1 . Amendment After Allowance Under § 1 .3 12(a) with attached 
Replacement Drawing Sheet and attached Annotated Drawing Sheet; 

2. Declaration (PTO/SB/01 A) countersigned by John P. Anderson; 

3. Declaration (PTO/SB/01 A) countersigned by Shuwen Wang; and, 

4. Declaration (PTO/SB/01 A) countersigned by Sukanto Sinha. 

The declaration countersigned by Sukanto Sinha on July 28, 2004 correctly states 


Dr. Sinha is a citizen of India. The declaration previously executed June 5, 2000 by Dr. Sinha 
incorrectly states Dr. Singha is a US citizen. 

Because this is a renewed petition, applicants believe no fee is required. 
However, if any fee(s) is required the Commissioner is authorized to deduct such fee(s), from the 
undersigned's Deposit Account No. 20-1430. Please deduct any additional fees from, or credit 
overpayment to, this same deposit account. 


TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: (650) 326-2400 

Fax: (650) 326-2422 

Attachments (as noted) 

RLC:aeb 

60334822 v1 



Rosemarie L. Celli 
Reg. No. 42,397 


OCT 2 5 2004 
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PTO/SB/21 (04-04) 


TRANSMITTAL 
FORM 

(to be used for ail correspondence after initial filing) 


Application Number 


Filing Date 


First Named Inventor 


Art Unit 


Examiner Name 


09/471,669 


December 24, 1999 


Anderson, John P. 


1652 


Walicka, Malgorzata A. %~ 


\^ Total Number of Pages in This Submission 


27 


Attorney Docket Number 


015270-006430US 


ENCLOSURES (Check all that apply) 


I | Fee Transmittal Form 

I I Fee Attached 

|^| Copy Amendment/Reply (5 
pages) w/attached Replacement Drawing 
Sheet (1 sheet) and Annotated Drawing 
Sheet (1 sheet) (as filed September 21 , 
2004) 

□ 


□ 


After Final 
Affidavits/dectaration(s) 


□ 
□ 
□ 

□ 
□ 


Extension of Time Request 
Express Abandonment Request 
Information Disclosure Statement 


Certified Copy of Priority 
Document(s) 

Response to Missing Parts/ 
Incomplete Application 


□ 


Response to Missing Parts 
under 37 CFR 1.52 or 1.53 


^ Replacement Drawing Sheet (1 
sheet); and Annotated Drawing Sheet 
(1 sheet) (as filed September 21, 2004) 


□ 


Licensing-related Papers 


|/\| Renewed Petition to Revive (2 
pages) with attached Copy of PAIR Report 
generated 9/17/04 (3 pages). 


□ 


□ 
□ 

□ 


Petition to Convert to a 

Provisional Application 

Power of Attorney, (1 page) and 

Copy of Statement Under 37 CFR 

3.73(b) (1 page) 

Change of Correspondence 

Address (1 page) (as filed on 

September 21, 2004) 

Terminal Disclaimer 

Request for Refund 


CD, Number of CD(s) 


□ 

□ 
□ 


□ 
□ 


After Allowance Communication 
to Technology Center (TC) 

Appeal Communication to Board 
of Appeals and Interferences 

Appeal Communication to TC 
(Appeal Notice, Brief, Reply Brief) 


Proprietary Information 
Status Letter 


IEI 

1. 


Other Enclosure(s) (please 
identify below): 

Declaration (1 page) executed in 
counterpart (3 pages) (as filed 9/21/04); 
Initial Application Data Sheet (8 pages) 
(as filed 9/21/04); and, 
Return Postcard. 


Remarks [ The Commissioner is authorized to charge any additional fees to Deposit 
Account 20-1430. 


SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 


Firm 
or 

Individual name 


Townsend and Townsend and Crew LLP 
Roser jigpfgl? Celli ^ / /^R\ 


)seprigfre y. Celli 



,42,397 


Signature 


z 


Date 


October 18, 2004 


Express Mail Label: EV 530 885 715US 

I hereby certify that this correspondence is being deposited with the United States Postal Service with "Express Mail Post Office to Address" 
service under 37 CFR 1.10 on this date October 18, 2004 and is addressed to: Attention: Office of Petitions, Mail Stop Petition, Commissioner 
for Patents, P.O. Box 1450, Alexandria, VA 22313-1450 on the date shown below. 

Typed or printed name 



^Signature 


Date 

October 18, 2004 


OCT 1 8 2001 


RECEIVED 

OCT 2 5 20IM . 

&y Docket No.: 015270-006430UQFFICE OF PETITIONS 
t Ref. No.: 228-US-NEW3 


PTO/SB/01A (08-03) 


DECLARATION (37 CFR 1.63) FOR UTILITY OR DESIGN APPLICATION USING Als 

APPLICATION DATA SHEET (37 CFR 1 .76) 


Title of Invention \ BETA-SECRETASE ENZYME COMPOSITIONS AND METHODS 


As the below named inventor(s), l/we declare that: 

This declaration is directed to: 

S The attached application, or 

□ Application No. 09/471.669. filed on December 24. 1999. 

□ as amended on m (if applicable); 

lAve believe that l/we am/are the original and first inventor(s) of the subject matter which is claimed and for which 
a patent is sought; \ 

l/we have reviewed and understand the contents of the above-identified application, including the claims, as amended 
by any amendment specifically referred to above; 

I Ave acknowledge the duty to disclose to the United States Patent and Trademark Office ail information known to me/us 
to be material to patentability as defined in 37 CFR 156, including for continuation-in-part applications, material information 
which became available between the filing date of the prior application and the national or PCT International filing date of the 
continuation-in-part application. 

All statements made herein of my/our own knowledge are true, all statements made herein on information and belief 
are believed to be true, and further that these statements were made with the knowledge that willful false statements 
and the like are punishable by fine or imprisonment, or both, under 18 U.S.C. 1001, and may jeopardize the validity of 
the application or any patent issuing thereon. 


FULL NAME OF INVENTOR(S) 

Inventor one John P. Anderson 

Signature: 


Date: 


Citizen of: US 


Inventor two. 
Signature 


Guriabal Basi 


Date: 


Inventor three 



Citizen of: US 


Minn Tarn Doan 


Date: 



Inventor four 
Signature: 


Nopwafio^ngon 



.Date: 


Citizen of: US 


I3 Additional inventors or a legal representative are being named on 2 additional forms attached hereto. 


oul. o. mq i^:voriYi 



C**%$*\jf NO. 8991 P. 4 


>A (08-03) 


need assistance in completing the form, call N800-PTO-9 199 (1-800-786-9199) and sel^fjSp 
ttorney Docket No.: -015270-006430US 

ll ent Ref. No.: 228-US-NEW3 qfCVCfc 0 ^ 

DECLARATION (37 CFR 1.63) FOR UTILITY OR DESIGN APPLICATION USING AN 

APPLICATION DATA SHEET (37 CFR 1 .76) 


I* 


Title Of Invention I BETA-SECRETASE ENZYME COMPOSITIONS AND METHODS 


As the below named inventor(s), l/we declare that: 


This declaration is directed to: 

IS The attached application, or 

□ Application No. 09/471 ,669 . filed on December 24. 1999. 

D as amended on (if applicable); 

l/we believe that l/we am/are the original and first inventor (s) of the subject matter which is claimed and for which 
a patent is sought: 

I A^e have reviewed and understand the contents of the above-identified application, including the claims, as amended 
by any amendment specifically referred ta above; 

!/we acknowledge the duty to disclose to the United Slates Patent and Trademark Office all information known to me/us 
to be material to patentability as defined In 37 CFR 1.56. including for continuation-in-part applications, material information 
which became available between the filing date of the prior application and (he national or PCT International filing date of the 
continuation-in-part application. 

All statements made herein of my/our own knowledge are true, all statements made herein on information and belief 
are believed to be true, and further that these statements were made with the knowledge that willful false statements 
and the like are punishable by fine or imprisonment, or both, under 16 U.S.C. 1001. and may jeopardize the validity of 
the application or any patent issuing thereon. 


FULL NAME OF INVENTOK(S) 

Inventor five Veronese John 

Signature: 


Date: 


Citizen of; US 


Inventor six 
Signature: 


Michael Power 


Date: 


Citizen of: US 


Inventor seven 
Signature 


\ jf j. Sukaoto ffinha 


Inventor eight 
Signature: 


Date: $6? fa 


Citizen of: India 


Gwen Tatsuno 


Date: 


Citizen of: US 


SI Additional inventors or a legal representative are being named on 2 additional forms attached hereto. 


Attorney Docket No.: 015270-006430US 
OCT 1 8 2004 Sipnt Ref. No.: 228-US-NEW3 
/P7f 


C 



PTO/SB/01A (08-03)- 


)ECLARATION (37 CFR 1.63) FOR UTILITY OR DESIGN APPLICATION USING AN 

APPLICATION DATA SHEET (37 CFR 1 .76) 


I Title of Invention | BETA-SECRETASE ENZYME COMPOSITIONS 


AND METHODS 


As the below named inventor(s), l/we declare that: 

This declaration is directed to: 

□ The attached application, or 


Application No. 09/471.669 . filed on December 24. Wffi Pttf-^ 


Q as amended on 


(if applicable); 


l/we believe thai lAve am/are the original and first inventor(s) of the subject matter which is claimed and for which 

a patent is sought* 

l/we have reviewed and understand the contents of the above-identified application, including the claims as amended 
by any amendment specifically referred to above; ««*"■!>. «*s amenoea 

l/we acknowledge the duty to disclose to the United States Patent and Trademark Office all information known to me/us 
whthTt ena ' ° Pa e " a ^ h, y as defined in 37 CFR 1 -56. including for continuation-in-part applications? maS?nfonSion 

SSS^SSET lhe f,lin9 da,e of ,he prior app,ica,ion and ,he na,ional or PCT ,ntern >" al *» d ™ " e 

orL 5 ^" 16 !]'. 5 T ad . 6 herei " ? f my/our own knowledae ar e true, all statements made herein on information and belief 
are believed to be true, and further that these statements were made with the knowledge that willful false statement 

ml a nor" k T are PUniSh3b,e b ? fine ° r im P risonm ent. or both, under 18 U.S.C. 1001. and may jeopa dfze the Sof 
the application or any patent issuing thereon. , vanaiiy or 


FULL NAME OF INVENTOR(S) 

Inventor nine ~ Jay Tung Date: 5? 

Signature: 



Inventor ten 


Shuwen Wang 


Inventor eleven 
Signature 


Date: t °l > 0 <^ 


Citizen of: US 


Pate: ApCdt. M ^ 7^3 <-/ 



Signature: 


Citizen of: 


□ 


Additional inventors or a legal representative are being named on 2 additional forms attached hereto. 


60167702 v1 



t g\\T\0^ PTO/SB/60 (12-03) 


POWER OF ATTORNEY TO PROSECUTE APPUCATlONSlf EFORE THE USPTO 


Thereby appoint: 

[X] Practitioners associated with the Customer Number 
OR 


20350 


□ Practitioners) named below Of more than ten patent practitioners are to be named, then a customer number must be used): 


Name 

Registration Number 






















as attorney(s) or agent(s) to represent the undersigned before the United States Patent and Trademark Office (USPTO) in connection with 
any and all patent applications assigned onjy to the undersigned according to the USPTO assignment records or assignment documents 
attached to this form in accordance with 37 CFR 3.73(b). 


Assignee Name and Address: 


Elan Pharmaceuticals, Inc. 

800 Gateway Blvd. 

South San Francisco, CA 94080 


A copy of this form, together with a statement under 37 CFR 3.73(b) (Form PTO/SB/96 or equivalent) is 
required to be filed in each application in which this form is used. The statement under 37 CFR 3.73(b) 
may be completed by one of the practitioners appointed in this form if the appointed practitioner is 
authorized to act on behalf of the assignee, and must identify the application in which this Power of 
Attorney is to be filed. " 


SIGNATURE of Assignee of Record 

The individual whose signature and title is supplied below is authorized to act on behalf of the assignee 


Name 


Carl Battle 




Signature 


Title 


Senior Vice-President, Chief Patent Counsel 


Date 


Telephone 


60265801 v1 


PT07SB/96 (08-00) 
Approved for use through 10/31/2002. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a coflectlon of WSDnrotion unless I displays a valid OMB control number. 

Attorney Docket No. 01 5270-006430US 


Applicant/Patent Owner: John P. Anderson et al. 


STATEMENT UNDER 37 CFR 3.73fb> 


0** 


Application Nq./Patent No.: 09/471,669 Filed/Issue Date: December 24, 1999 


Entitled: Beta-Secretase Enzvme Compositions and Methods 


Elan Pharmaceuticals. Inc. , a Corporation 


fit* 


(Name of Assignee) (Type of Assignee, e.g., corporation, partnership, university, government agency, etc.) 

states that it is: 

1 . £3 t" 6 assignee of the entire right, title, and interest; or 

2. □ an assignee of less than the entire right title and interest 

The extent (by, percentage) of its ownership interest is % 


in the patent application/patent identified above by virtue of either: 

A. 13 An assignment from the inventor(s) of the patent application/patent Identified above. The assignment 

was recorded in the United States Patent and Trademark Office at Reel 012618 . Frame 0961 . or for 
which a copy thereof is attached. 

OR 

B. □ A chain of title from the inventor(s), of the patent application/patent identified above, to the current assignee 

as shown below: 

1 . From: To : 

The document was recorded in the United States Patent and Trademark Office at 
Reel , Frame , or for which a copy thereof is attached. 


2. From: To : 

The document was recorded in the United States Patent and Trademark Office at 
Reel , Frame or for which a copy thereof is attached. 

□ Additional documents in the chain of title are fisted on a supplemental sheet 
□ Copies of assignments or other documents in the chain of title are attached. 

[NOTE: A separate copy (/.a, the original assignment document or a true copy of the original document) 
must be submitted to Assignment Division in accordance with 37 CFR Part 3, if the assignment Is to be 
recorded in the records of the USPTO. See MPEP 302.8] 

The undersigned (whose title is supplied below) is authorized to act on behalf of the assignee. 

Q^sUs^ M>6+ JeanM.Duvall 


Date Typed or printed name 


Signature 


Vice President, Intellectual Property 
Title 


Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the Individual case. 
Any comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and 
Trademark Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND TO: Assistant 
Commissioner for Patents, Washington, DC 20231 . 


PA 3210529 v1 


COPY 


PTO/SB/1 22 (09-03) 


CHANGE OF 
CORRESPONDENCE ADDRESS 
Application 

Address to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


Application Number 


Filling Date 


First Named Inventor 


Art Unit 


Examiner Name 


Attorney Docket Number 


09/471,669 


December 24, 1999 


Anderson, John P. 


1652 


Walicka, Malgorzata A. 


015270-006430US 


Please change the Correspondence Address for the above-identified patent application to: 

IXJ Customer Number: 20350 

OR 


RECEIVED 

OCT 2 5 2004 
OFFICE OF PETITIONS 


I I Firm or 

Individual Name 


Address 


Address 


City 


State 


ZIP 


Country 


Telephone 


Fax 


This form cannot be used to change the data associated with a Customer Number. To change the 
data associated with an existing Customer Number use "Request for Customer Number Data 
Change" (PTO/SB/1 24). 


I am the ; 


□ 
□ 
El 
□ 


Applicant/Inventor. 

Assignee of record of the entire interest. 

Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96). 
Attorney or agent of record. Registration Number 42.397 


Registered practitioner named in the application transmittal letter in an application without an 
executed oath or declaration. See 37 CFR 1 .33(a)(1 ). Registration Number 


Typed or 
Printed Name 


Rosemarie L. Celli 


Signature 


Date 


September 21, 2004 


NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative^) are required. Submit 
multiple forms if more than one signature is required, see below*. 


□ Total of. 


forms are submitted. 


60313824 v1 


OCT 1 8 2004 S] 





Application Data Sheet 

Application Information 

Application number:: 
Filing Date:: 
Application Type:: 
Subject Matter- 
Group Art Unit:: 
Sequence Submission:: 
Computer Readable Form (CRF)?: 
Number of copies of CRF:: 
Title:: 

Attorney Docket Number:: 
Request for Early Publication:: 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re application of: 

John P. Anderson et al. 

Application No.: 09/471,669 
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For: BETA-SECRETASE ENZYME 
COMPOSITIONS AND METHODS 

Customer No.: 20350 
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AMENDMENT AFTER ALLOWANCE 
UNDER 37 CFR § 1.3 12(a) 


Attention: Office of Petitions 
Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In response to the Notice of Allowance mailed March 31, 2003, please amend the 
above-identified application as follows: 

. Amendments to the Drawings begin on page 2 of this paper and include both an attached 
replacement sheet and an annotated sheet showing changes. 


Remarks/Arguments begin on page 3 of this paper. 
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Amendments to the Drawings: 

The attached replacement drawing sheet (attached hereto) has been amended, i.e., the legend for 
Figure 1 1 has been amended. An annotated drawing sheet (attached hereto) shows the 
amendment to the legend for Figure 11. 
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Amendment dated September 21, 2004 

Response to Notice of Allowance March 31, 2003 OFFICE OF PETITIONS 

REMARKS/ARGUMENTS 

The Notice of Allowance mailed December 31, 2002 required correction of the 
legend of the y-axis for Figure 11. The attached replacement drawing sheet corrects the legend 
of the y-axis for Figure 1 1 . The attached annotated drawing sheet is marked -up to show the 
amendment to the y-axis for Figure 1 1 . Support for the revised legend can also be found on page 
5, line 32 of the instant application. 

Entry of this amendment is respectfully urged since it merely cures a formal 
defect in one of the claims and does not touch the merits. 
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